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/51INTRODUCTION �2

•The purpose of our seminar topic “The do's & don'ts of acquiring Made in Italy Brands” is to outline useful 
strategies for foreign investors seeking to acquire an interest  in Italy’s vital small and medium sized firms, often 
located in specialized clusters, specializing in high quality consumer goods that require high quality design 
and workmanship and thus represent an attractive investment opportunity. 


•More specifically, this means acquisition, in whole or in part, of Italian brands, but also of technology and 

craftsmanship in the form of know-how, designs and patentable inventions.  As most of you know, the concept 
of “Made in Italy” is a special combination of inventiveness, creativity, flair and high quality craftsmanship that 
is unique in that it is the fruit of Italy’s special combination of millennia of greco-roman history, culture and art, 
territory, agriculture, craftsmanship and industry. 


•This is crucial since the global attractiveness and competitive advantage of Made in Italy products still remains 

strong, notwithstanding the present economic downturn. 

•In this context, Italian companies, which are wealthy in “Made in Italy” intangible and tangible assets and wish 

to expand or reorganize their business, but no longer have access to their traditional sources of external 
financing – essentially bank or public financing, since Italy does not have a strong private equity sector - are 
increasingly looking for foreign private investors, particularly industrial partners, to create growth in their 
businesses. 


•Indeed, given this trend we have put together this topic based on recent cases our firms have been handling 

and trust they will be interesting and useful for your practice.
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• Execution of a Letter of Intent 

• Due Diligence 

• Execution of a Master Agreement or of a Final Binding Agreement
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•Company A is an Italian producer of ferroalloys (a semi-processed material for manufacturing steel) and owns a 
trademark, patent and know-how regarding pollution reducing technology 


•Company A has developed the patent with the collaboration of Company B 

•Company B is composed of physical persons who are inventors 

•Company A and Company B would like to industrialize and implement the patent 

•Company A and Company B agree upon a cooperation and alliance for the implementation of a patent with a 

Company C that contributes the financial and industrial resources 

•Company A contributes the patent, the trademark and know-how, Company B co-operates and coordinates the 

parties in the project and Company C funds the project and provides for the industrial expertise to achieve the 
full exploitation of the patent 


•The cooperation among the parties has been realized through a new company vehicle according to the following 

scheme:

CASE STUDY 1



/51�5CASE STUDY 1

Company A and Company B incorporate Newco with share 
capital of 140.000 Euros

COMPANY A COMPANY B

NEWCO

50% 50%
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Newco resolves upon the increase of its capital from 140.000 
Euros to 200.000. Company A subscribes the increase of capital 
by means of contribution in kind 

CASE STUDY 1 �6

COMPANY A COMPANY B

NEWCO

60%
40%
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•Company A sells shares in Newco to Company C  

•Company C enters into Shareholders' loan with Newco

�7CASE STUDY 1

COMPANY A COMPANY C

NEWCO

COMPANY B
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COMPANY A

COMPANY B

COMPANY C

COMPANY B

Company A incorporates 
Company B by means of 

contribution in kind (Trademarks 
know-how and other assets)

Company C purchases all the 
shares in Company B from 

Company A
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•The importance of the letter of intent in the Italian legal framework  

•Under Italian law parties are deemed to negotiate, transactions in good faith 

•Negotiations cannot be interrupted without cause once the essential elements of a transaction have 

been defined by the parties 

• The interrupting party may be considered liable for damages vis-à-vis the non-interrupting party 

•To avoid potential damages for unsuccessful negotiations the letter of intent must specify the non-

binding nature of the negotiations

LETTER OF INTENT �9
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•Otherwise, the non-interrupting party may sue for pre-contractual damages 
and/or the judicial enforcement of the contract if the essential terms and 
conditions  have been agreed upon

�10LETTER OF INTENT
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•Status of the negotiations between the parties 

•Scope of the negotiations 

•Scope of the collaboration between the parties 

•Description of the project and role of each party 

•Scheme of the possible transaction 

•Due diligence rules  

•Exclusive dealing 

•Non binding nature of the letter of intent 

•Confidentiality agreement and non disclosure agreement 

•Governing law

CONTENT OF THE LETTER OF INTENT �11
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•A properly conducted IP due diligence is necessary to prevent a 
disappointing outcome or to mitigate against complaints of negligence. 


•Defects in the due diligence may result in the value of the deal being 
reduced. As an example, the terms of royalty payments that have 
already been agreed upon during negotiations may be revised.

IP DUE DILIGENCE �12
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"Doubt  must be no more than vigilance, 
otherwise it can become  dangerous"  
 
                          Georg C. Lichtenberg (1742-1799)

�13
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IP Due Diligence should concern: 

•The ownership of the IP (proper chain of title in the intellectual property also for recordal purposes) 

•The IP history ( prosecution, pending opposition/cancellation proceedings, maintenance or renewal fees) 

•Verification of copyright implications and third party rights in general 

•The existence of possible unregistered rights: prior user trademark rights in Italy, unregistered Community design rights, know-how, etc. 

•Possible encumbrances on the IP 

•Existing lawsuits and in any case IP-related disputes  

•Genuine use of the registered trademark (it is necessary to collect evidence concerning the use of the trademark during at least the past 

five years and/or to conduct a trademark in use search) 

•Employee's rights 

•Conformity of the goods and/or services to "Made In" rules / rules of origin 

•License agreements 

•Non competition clauses/agreements – settlement agreements 

•Co-existence agreements

CONTENT OF IP DUE DILIGENCE 1 �14
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The Ownership of the IP (proper chain of title in the intellectual property, also for recordal purposes) 

•The above evaluation is important, since according to the Italian IP Code and in particular to Section 138: "The 

Italian PTO after ascertaining the formal correctness of the deeds, will promptly carry out the recording based 
on the date when the application was filed". 


•In other words  the Italian PTO has a limited power of investigation that exclusively concerns the formal 

correctness of the deed. 

•In this context, the Italian Board of Appeal in the Decision No. 103/91 confirmed that the investigation 

concerning the existence of a correct chain of title does not fall within the duty of the Italian PTO. 

•On the other hand, according to Section 139 IP Code: "In case of conflict among several purchasers of the 

same industrial property right from the same holder, the purchaser who first recorded his title of purchase shall 
be preferred". 


CONTENT OF IP DUE DILIGENCE 2 �15
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The IP History (prosecution, pending opposition/cancellation proceedings, maintenance or renewal fees) 

•Due diligence in this case is really important. A fundamental aspect of this part of the due diligence is to verify the 

scope of protection of the IPR’s and whether they are properly maintained and effectively in force. 

•In the case of patents and registered designs, it is necessary to verify that the proprietor has kept an accurate record 

of payments including payment receipts, since the Italian PTO does not keep an official record of these, which puts 
the burden of proof of the validity of the IPR’s on the proprietor itself. Therefore, it is not sufficient for example to 
show the correspondence concerning the maintenance fee payment order sent by the proprietor to its Trademark 
Attorney. 


•A recent decision of the Italian Supreme Court of March 20 of this year, stated that the proprietor’s diligence 

requested by the law in a patent restitution in rights proceeding may not consist only in evidence that it sent in due 
time the payment order concerning the maintenance fees to its Trademark Attorney, since the owner has the duty of 
verifying that the latter has effectively paid the fees (and should therefore keep a record of payment receipts).

�16CONTENT OF IP DUE DILIGENCE 3
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Verification of Copyright Implications and of Third Party Rights in General 

Third party rights may also concern the right of the author who created the trademark. Usually the creation of 
trademarks are performed by specialized companies under contract (if any) and without an assignment of the 
copyright, but only for the delivery of the work itself. 

According to the Supreme Court (decision of June 7, 1982 No. 3439) the express assignment of copyrights on 
works, including those relating to the creation of a trademark, shall be made in writing.

CONTENT OF IP DUE DILIGENCE 4 �17
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Verification of Copyright implications and Third Party Rights in General 

•Moreover, in the case of an assignment, the agreement shall indicate all the rights effectively assigned, since  

each of the copyrights concerning the created  work  is independent. Hence, if the agreement exclusively 
provides for the assignment of the right to use the work as a trademark, this does not include the right to use the 
same work for different purposes such as a design (Supreme Court decision of June 7, 1982 No. 3439). 


•In addition,  it is also necessary to verify whether in the agreement the author has made a declaration 

concerning the novelty of the work-product and the non-infringement of prior rights according to his current 
knowledge. 


•In this context, under Section 1229 of the Italian Civil Code, it is not possible to exclude liability for gross 

negligence or willful acts. Any contrary provision is deemed invalid (although the rest of the agreement may be 
held by a Court to remain valid by severability, but this is not always the case). Such invalidity can be found ex-
officio without a specific request of the parties (Sec. 1421 Civil Code).

CONTENT OF IP DUE DILIGENCE 5 �18
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Verification of Copyright Implications and of Third Party Rights in General 

•Unity of distinctive signs 

•Section 22 Italian IP Code provides that: “The use of a business name, corporate or trade name, signage and 
domain name of a website used in commerce or other distinctive sign which is identical with or similar to a third 
party's trademark is prohibited if, due to the identity or similarity between the business activities of the owner of 
such signs and the goods and services for which the trademark has been adopted, there results a likelihood of 
confusion of the public, which may also consist of a likelihood of association between the two signs.” 

•On the other hand, under Subsection 12(1)(b) IP Code and the unfair competition provisions of the Civil Code, 
the owner of prior business name, corporate or trade name, sign and domain name used in business can 
prohibit third parties from registering/using identical or confusingly similar signs not only with the same function, 
but also as a trademark, on condition that that the earlier sign has gained a certain degree of goodwill and 
reputation in the market.   

•The same goes for pictures in catalogues, brochures or databases protected by copyright. 

• As a consequence of the above the above-mentioned due diligence should also cover possible prior rights in 
general and not only registered trademarks.

CONTENT OF IP DUE DILIGENCE 6 �19
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Possible Unregistered Rights: Know-How 

•Under Section 98 IP Code, business information and technical industrial expertise, including of a commercial 

nature, that are subject to the owner’s legitimate control, are protected as long as: 


a)They are secret in the sense that they are not, as a whole or in the exact configuration and combination of 
their components, generally well-known or easily accessible to experts and operators in the field; 

b)They have an economic value due to their being secret; 
c)They are subject to measures which may be deemed reasonably adequate to keep them secret, adopted by 

the persons who legitimately control them.

CONTENT OF IP DUE DILIGENCE 7 �20
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Possible Unregistered Rights: Know-How 

•This means that it is necessary to verify the existence of a protocol to implementing the above measures. As 
regards employees, during their employment they will be subject to a general duty of loyalty to their employer 
under the Civil Code (Sec. 2105 c.c.). 


•After his or her employment ends, however, the employee is free to use information which has become part of 
the employee's general skill and knowledge, but he or she may not use copies of documents or trade secrets in 
his or her new job.

CONTENT OF IP DUE DILIGENCE 8 �21
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Existing Lawsuits and IP-Related Disputes 

•It is really important also to evaluate the existence of previous Court orders and/or judgments restricting the 
possible use of the trademarks or of other IPR’s. 


•Indeed their recordal usually takes time and in any case does not concern preliminary injunctions that on certain 
conditions do not require confirmation through a lawsuit in the merit and also a decision on the merit concerning 
the infringement per se.

CONTENT OF IP DUE DILIGENCE 9 �22
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Employees' Rights 

Section 12-ter of the Copyright Law provides that: "Unless otherwise agreed, if the industrial design work is 
created by the employee in the performance of his job, the employer shall be the owner of all exploitation rights 
on same". The same goes for software and databases. 

•As of consequence, the employer becomes the owner of rights in works made by its employees in the 
performance of their duties and the employment contract triggers the implied effect of copyright transfer. 


•This “Work-for-Hire” principle is widely applied by the most important Italian courts. 

•In a judgment of July 1, 2004 the Italian Supreme Court (No. 12089) held that: "the principle according to which 
the employer shall be deemed the owner of all exploitation rights ensuing to an industrial work carried out by an 
employee performing his job, without any transfer but as a natural effect of the contract of employment, while 
the moral rights remain vested in the employee, derives from the whole body of Italian law". See also judgments 
of the Milan Court of Appeal of 26/03/2002 and of the Court of Florence of 18/09/2006. 


•In view of the above it is highly recommended to analyze the nature and contents of the Italian brand owner’s 
employment agreements.

CONTENT OF IP DUE DILIGENCE 10 �23
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Employees' Rights 

•The Italian IP code also provides rules relating to Employees’ inventions 

•The legal provisions governing such inventions vary according to whether they are produced because that is the 
direct purpose of the employee's job ("invenzioni di servizio", i.e. "job-related inventions"), are produced during 
day-to-day work and making use of the opportunities and facilities offered by the employee's position in the 
enterprise ("invenzioni aziendali", i.e. "workplace-based inventions"), or, lastly, are produced in the employee's 
own time but fall within the field of the enterprise's activities ("invenzioni occasionali", i.e. "independent 
inventions"). In the first case, all the financial rights deriving from the invention are owned by the employer; in the 
second case, still employer-owned, the employee is entitled to "fair compensation"; and in the third case, the 
rights are owned by the employee, although the employer has a pre-emptive right to use the invention or 
acquire the patent.

CONTENT OF IP DUE DILIGENCE 11 �24
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Geographical Indications and Designations of Origin 

•Under Section 29 of the IP Code: “Protection is granted to geographical indications and designations of origin 

identifying a country, a region or a place when used to describe a product originating in such place, and whose 
quality, reputation or characteristics are exclusively or essentially due to the geographical environment of origin, 
inclusive of inherent, natural, human and traditional factors thereof.” 


•Section 30 of the IP Code provides that:  

   “Subject to provisions regulating unfair competition, the International conventions, regulating this subject and to 

trademark rights previously acquired in good faith, the use of geographical indications and of designations or 
origin is forbidden when such use is likely to deceive the public, as well as the use of any means whatsoever in 
the designation or presentation of a product which indicates or suggests that the same product originates from 
a place other than the actual place of origin, or that the product possesses the qualities pertaining to the 
products originating  from a place designated by a geographical indication.”

CONTENT OF IP DUE DILIGENCE 11 �25



/51

Made in Italy 

•Financial Law 2007 amended Section 49 of the Financial Law 2004 and extended penalties under Section 517 

of the Criminal Code to "the import and export for commercial purposes or the sale of goods bearing false or 
fallacious indications of origin" 


•Financial Law 2007 specified that: 

•"False indication" includes the affixing of ‘Made in Italy' indication to products and works not originating from 

Italy according to the EU rules of origin. 

•"Fallacious indication" includes the use of signs, figures or anything else that may cause a consumer to believe 

that a product or work originates in Italy, even if the foreign origin of the product or work is indicated, including 
the fallacious or misleading use of company trademarks pursuant to the law on misleading commercial 
practices."

CONTENT OF IP DUE DILIGENCE 12 �26
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Made in Italy 

•Legislative Decree 135/2009 introduced an administrative sanction for the lack of complete information relating 

to the origin, in case the use of signs, figures or anything else may cause a consumer to believe that a product 
or work originates from Italy. 


•Legislative Decree 135/2009 also applies criminal penalties under Section 517 of the Criminal Code against the 

use of:"A sales indication that presents a product as entirely produced in Italy, such as '100% made in Italy', 
'100% Italia' or 'tutto italiano', in whichever language, or anything else which may lead the consumer to believe 
that the product has been entirely produced in Italy, or signs or figures which induce the same mistaken belief."  


•In applying this condition to goods not "completely produced in Italy", the legislative decree requires a product's 

design, planning, production and packaging to have been carried out exclusively in Italy.

CONTENT OF IP DUE DILIGENCE 12 �27
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Made in Italy 

•A misleading message may also be considered an act of unfair competition. In a recent decision of February 23, 
2011, the Court of Milan held that the use of the wording “R & D Made in Italy” in the advertising material with 
regards to products designed in Italy but manufactured in China constitutes an act of unfair competition even if 
the Instructions Manual contains correct information concerning the origin of the product (i.e China), since the 
message in the advertising material is much more prominent  than the one included in the Instructions Manual. 


•In such a case the advertising material should report, soon after the wording “R & D Made in Italy” information 
as for the foreign origin of the product.

CONTENT OF IP DUE DILIGENCE 13 �28
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License Agreement 

•Under Italian law the lawfulness of non-exclusive licenses is subject to the licensee’s express undertaking to use 

the trademark only to distinguish goods or services identical to the corresponding goods that are put (or the 
corresponding services rendered) in the Italian market under the same trademark by the owner or other 
licenses (Subs. 23(2) Italian IP Code). 


•Therefore, it is important that the agreement expressly foresees such obligation and consequently that an audit 

for the above purposes be permitted. 

•In fact, the assignment or license of the trademark must not result in misrepresentation as to the characteristics 

of the goods or services which are essential in the public’s appreciation. 

•In other words, the public’s appreciation must be treated as a matter of public order. 

•According to the case law a non-exclusive trademark license agreement which does not provide quality 

standard rules may be considered void. 

•Moreover, in a judgment dated May 2, 2011, the IP Court of Bologna held that in case the licensor does not 

exercise his control on the above mentioned rules, the trademark may be revoked in case the trademark has 
become deceptive as to the quality of products and services.

CONTENT OF IP DUE DILIGENCE 14 �29
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Non-Competition Clauses / Agreements – Settlement Agreements 

•In Italy most of IP-related litigations end up being settled. In particular, usually the parties execute a settlement 
agreement concerning restrictions and undertakings not to commercialize certain products and/or not to use a 
trademark and/or not to adopt a certain sign as trade name. 


•It is also common not to record such agreements, so it is really important to evaluate their content in order to 
verify the relevant impact on the transaction.

CONTENT OF IP DUE DILIGENCE 15 �30
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Co-Existence Agreements 

•In Italy, it is a common practice to reach a co-existence agreement to use a similar trademark for marketing 

purposes without interfering in each other's enterprises. Co-existence agreements can potentially also involve 
designs, copyrights and even patents. 


•There are some limits to these agreements indirectly deriving from the provisions of Section 23 of the Italian IP 

code, since the use of the trademarks must not result in misrepresentation as to the characteristics of the goods 
or services which are essential in the public’s appreciation. 


•In fact, as stated before, the public’s appreciation must be treated as a matter of public order. 

•Moreover, according to the  case law (see Decision of the Court of Milan of March 26, 2008) unless expressly 

provided otherwise, the rules governing  co-existence agreements exclusively refer to territories/countries 
where the contracting parties own exclusive prior rights at that time, thus territorial restrictions are not valid and 
enforceable in other territories/countries. 


•The above provision is important in order to properly assess the scope of a co-existence agreement according 

to Italian rules of interpretation and construction.

CONTENT OF IP DUE DILIGENCE 16 �31
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In addition to Intellectual Property issues, due diligence covers the following areas: 

•Registered and movable and immovable properties 

•Corporate 

•Contracts 

•Personnel 

•Litigation 

•Administrative and environmental matters 

•Tax

DUE DILIGENCE �32
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•As provided by Section 2555 of the Italian Civil Code the going concern ("azienda") is "an aggregate of property 
organised by an entrepreneur for the conduct of the enterprise and of its business" 


•The sale or transfer of the going concern therefore implies the sale and the transfer of all those assets which are 

organised for the purpose of carrying out that business (including, inter alia, real property, intellectual property 
rights, plants and machinery, stocks, trade receivables and goodwill) 


•Vendor’s Liabilities: 

•Section 2560 c.c.: "The transferor [of a going concern] is not released from debts incurred in the operation of a 

transferred going concern prior to the transfer, unless it is shown that the creditors consented to such release. 
In the transfer of a going concern, the transferee is also liable for such debts, if they are shown in the 
mandatory accounting books."

TRANSFER OF GOING CONCERNS 1 �34
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•Therefore, the due diligence is essential and the transfer agreement should discipline these aspects through 
clauses of representations and warranties, indemnification clause and price adjustment. 


•For example, the following limitation of liability and indemnity clauses could deal with such a problem (excerpts):

TRANSFER OF GOING CONCERNS 2 �35
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Representations and Warranties of the Vendor




Liabilities 

The Business does not have at the date hereof any actual, potential, contingent, present or future liabilities, apart 
from those debts included in the Working Capital and shown in the Financial Statements.  By acquiring the 
Business, the Purchaser does not assume nor becomes, directly or indirectly, responsible for any debt or liability, 
present or future, of the Vendor, apart for those debts included in the Working Capital and shown in the Financial 
Statements. [...] 



Indemnification

Without prejudice to any other right or remedy of the Purchaser, the Vendor shall be liable to pay to the Purchaser 
the entire amount of:

TRANSFER OF GOING CONCERNS 2 �36
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(i)any liability of the Business which is not shown, in whole or in part, in the Financial Statements and deriving 
from acts, omissions, events or circumstances existing or which occurred on or before the Closing Date, except 
for liabilities arising in the period between the reference date of the Financial Statements and the Closing Date as 
a consequence of the day-to-day management of the Business in the ordinary course of its activity, in 
accordance with the provisions hereof; 

(ii)any lack or deficiency of the assets shown in the Financial Statements, net of any provisions made in respect 
thereof in the Financial Statements; 

(iii)any receivable included in the Working Capital, which is not cashed by the Purchaser by ___________ (for the 
unpaid portion); 

(iv)any and every liability, loss, cost or damage in any way incurred or suffered by the Purchaser as a 
consequence of the acquisition of the Business and which derives from acts, omissions, events or circumstances 
existing or occurred on or before the Closing Date;

TRANSFER OF GOING CONCERNS 2 �37
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(v)  any and every liability, loss, cost or damage in any way incurred or suffered by the Purchaser, which would 
have not have occurred if the representations and warranties and the undertakings of the Vendor set out in 
Articles 7 and 8 hereof had been correct and true or, as the case may be, complied with, to the extent that full 
compensation of such loss or damage is not fully covered under the preceding subparagraphs (i) to (iv). 

 For the avoidance of doubt, it is acknowledged that the Vendor shall be fully liable also for any loss or damage 
resulting from claims made against the Purchaser by third parties, in respect of assets, liabilities, contracts and 
legal relationships of the Vendor not included in the Business, whenever such claims arise from acts, omissions, 
events or circumstances occurred or existing on or before the Closing Date. 

[…]

TRANSFER OF GOING CONCERNS 2 �38
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Vendor’s Employees: 

•Section 2112 of the Italian Civil Code "In the case of transfer of a going concern, the labour relationship 

continues with the transferee and the employee retains all rights deriving from it. The transferor and the 
transferee are jointly liable for all claims that the employee had at the time of the transfer. The transferee is 
bound to apply the financial and regulatory treatments contemplated by the collective agreements, even if 
limited to the business, prevailing at the date of the transfer, until their termination, unless they are replaced by 
other collective agreements applicable to the enterprise of the transferee". 


•In the event of a transfer of a going concern, Italian law provides for a mandatory procedure of information and 

of prior consultation of provincial unions of the workers and of company union representatives, when dealing 
with companies of more than 15 employees.

TRANSFER OF GOING CONCERNS 2 �39
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•Such procedure must be initiated by each party interested in the transfer, at least 25 days before the execution 
of a deed of transfer or of a preliminary master agreement, by  means of a letter indicating: the reasons for the 
merger; its economic, social and legal consequences for the workers; the eventual measures foreseen in 
regards of the same; after sending this letter the unions can request a meeting to clarify or discuss in depth the  
above.

TRANSFER OF GOING CONCERNS 3 �40
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•According to international practice agreements, including those related to IP, generally contain a clause 
according to which if one party is declared insolvent or bankrupt, the agreement is automatically terminated or 
the other party has the right to terminate the agreement. 


•Under Section 72 of the Italian Bankruptcy Law "clauses that provide for the termination of the agreement in 

case of bankruptcy of one party are void and ineffective". 
  
•This is a mandatory provision as applicable to an Italian contracting party.

TERMINATION CLAUSES �41
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•The Italian Bankruptcy Law provides that transactions and dispositions that unfairly favour a creditor at the 
expense of the general body of creditors (for example giving him a preference or other benefit at the time when 
the debtor was unable to pay his debts) may be revoked by the court by means of an avoidance action 
(“azione revocatoria”). 


•This action is aimed at obtaining a judgment by the court which declares void and ineffective the acts 

performed by the insolvent debtor during a period immediately preceding an insolvency declaration subject to 
certain conditions.

AVOIDANCE OF TRANSACTIONS �42
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• Four conditions must be satisfied before a transaction entered into by the insolvent company can be voided 
under the Italian Bankruptcy Law: 


(i)the company must be in insolvency proceedings; 


(ii)the transaction must have resulted in a diminution in assets available to the general body of creditors; 


(iii)the company must have been unable to pay its debts at the time of the transactions; and 


(iv)the transaction must have been entered within a specified time before the declaration of the insolvency, the 
so called "suspect period".

AVOIDANCE OF TRANSACTIONS �43
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•The Italian Bankruptcy Law provides for a list of transactions which are voided unless the creditor can show it 
had no knowledge of the company's insolvent state and namely: 


a)transactions at an undervalue; 
b)payments of a matured debt not effected with money or other normal means of payment; 
c)any pledge or mortgage granted by the insolvent debtor in the year prior to the insolvency declaration to 

secure pre existing debts not yet due. 

•For these transactions the "suspect period" is 1 year before the commencement of the insolvency proceedings 

before the insolvency court.

AVOIDANCE OF TRANSACTIONS �44
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• The Italian Bankruptcy Law provides for a list of transactions which may be declared void if the trustee in 
bankruptcy can show that the creditor had knowledge of the company's insolvent state and namely: 


a)provisions of a security for a due and enforceable debt; 
b)payment of a due and enforceable debt; 
c)transactions for a consideration; 
d)provision of a security for a debt originating at the same time as security. 


•For these transactions the "suspect period" is 6 months before the commencement of the insolvency 

proceedings before the insolvency court.

AVOIDANCE OF TRANSACTIONS �45
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• Legislative Decree No. 231 dated July 8, 2001 introduced the administrative liability of legal entities (such as 
companies and associations) in the Italian legal system for criminal acts  committed by its Personnel. 


• This law is applicable to all types of Italian companies and also to companies with registered/head offices 

outside of Italy but operating in Italy through a branch.

CORPORATE LIABILITY FOR CRIMINAL OFFENCES 1 �46
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•In a judgment of April 27, 2007 the Court of Milan found the Italian branch of a German company liable for one 
of the offences provided under this law, that was committed by a consultant of the company in the interest of 
the company itself. The Court further held that "any foreign individual or corporation operating in Italy has the 
duty to comply with Italian law and thus with the provisions of Italian Legislative Decree No. 231/2001".

CORPORATE LIABILITY FOR CRIMINAL OFFENCES 2 �47



/51

The offences for which a company may incur in administrative liability are: 

- bribery and offences committed against the Public Administration 

- offences committed in the field of industry and trade such as: 

•counterfeiting, alteration or use of distinctive trademarks of intellectual works or industrial products (Section 473 of the Italian 

Criminal Code); 

•introducing into the country and selling products bearing counterfeit trademarks (Section 474 of the Italian Criminal Code) 

•infringement of the freedom of commerce or industry (Section 513 of the Italian Criminal Code) 

•illegal competition through threats or violence (Section 513-bis of the Italian Criminal Code) 

•fraud against national Industries (Section 514 of the Italian Criminal Code) 

•fraud in the conduct of commerce (Section 515 of the Italian Criminal Code) 

•sale of non-genuine foodstuffs as genuine (Section 516 of the Italian Criminal Code) 

•sale of industrial products with deceptive marks (Section 517 of the Italian Criminal Code) 

•manufacture and sale of goods made by usurping industrial property rights (Section 517-ter of the Italian Criminal Code)

CORPORATE LIABILITY FOR CRIMINAL OFFENCES 3 �48
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The penalties are: 

•payment of fines up to 1.500.000,00 Euro for each offence 


•the limitation or the interruption of the business activity 

•the Court may also appoint an extraordinary commissioner to administer the company 

•The legal entities are not liable, if they can prove (inter alia) that, before the offence, they adopted and effectively 

implemented an organization, management and control model/system suitable to prevent criminal activity 

•Therefore, before closing the transaction, it is important to verify whether the Italian party has effectively 

complied with this legislation according to its internal management processes
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•Scope of Newco 

•Obligations and contributions of each party to Newco 

•Organization of the business and management of Newco 

•Shareholders' agreement regarding Newco 

• Confidentiality obligations of the parties 

•Rules concerning the ownership of the possible IP rights deriving from the activity of the Newco 

CONTENT OF THE MASTER AGREEMENT �50




Let’s not pretend that things will change if we keep doing the same things.  

A crisis can be a real blessing to any person, to any nation.  
For all crises bring progress. 
Creativity is born from anguish, just like the day is born form the dark night.  

It’s in crisis that inventiveness is born, as well as discoveries made and big strategies. 
He who overcomes crisis, overcomes himself, without getting overcome.  

He who blames his failure to a crisis neglects his own talent and is more 
interested in problems than in solutions.  

Incompetence is the true crisis.  
The greatest inconvenience of people and nations is the 
laziness with which they attempt to find the solutions to 
their problems. 
There’s no challenge without a crisis.  
Without challenges, life becomes a routine, a slow agony. 
There’s no merit without crisis.  
It’s in the crisis where we can show the very best in us. 
Without a crisis, any wind becomes a tender touch.  

To speak about a crisis is to promote it.  
Not to speak about it is to exalt conformism.  

Let us work hard instead.  
Let us stop, once and for all, the menacing crisis that 

represents the tragedy of not being willing to overcome it. 



Albert Einstein

CONCLUSIONS


